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Qpi ni on by Quinn, Adm nistrative Trademark Judge:

An application has been filed by Engel hard Corporation
to register the mark PORTFOLI O for “printed nerchandi sing
ai des used in connection with the display/advertising of
architectural coatings, nanely, color strips, color cards,
col or fan decks, formulation guides, and desi gner/architect

kits, nanely binders, color sheets, and color strips.”?

! Application Serial No. 75/615,079, filed January 4, 1999,
asserting first use anywhere and first use in conmerce on June
23, 1998.
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The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Act on the ground
that applicant’s mark, if applied to applicant’s goods,
woul d so resenble the previously registered mark PORTFOLI O
COLLECTION for “interior and exterior paints, stains, and

var ni shes”?

as to be likely to cause confusion.

When the refusal was nade final, applicant appeal ed.
Applicant and the Exam ning Attorney have filed briefs. An
oral hearing was not requested.

Applicant, although acknow edgi ng that both marks
i ncorporate the word “PORTFCOLI O, " goes on to assert that
the word is suggestive as applied to the goods and that,
therefore, the cited mark is entitled to a narrow scope of
protection. Applicant also contends that the goods do not
travel in the same channels of trade.

The Exam ning Attorney maintains that the marks are
simlar, and that the goods are closely related and
conpl enmentary. The Examining Attorney has submtted third-
party registrations to show that single entities have

regi stered the same mark for goods of the type identified

in the involved application and registration.

2 Regi stration No. 2,290, 382, issued Novenmber 2, 1999. The word
“Coll ection” is disclainmed apart fromthe mark
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Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion
issue. Inre E 1. du Pont de Nenmours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
the goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Turning first to the nmarks, the test is not whether
t he marks PORTFOLI O and PORTFCLI O COLLECTI ON can be
di sti ngui shed when subjected to a side-by-side conpari son,
but rather whether the marks are sufficiently simlar in
terms of their overall commercial inpression that confusion
as to the source of the goods offered under the respective
marks is likely to result. The focus is on the
recol l ection of the average purchaser, who normally retains
a general rather than a specific inpression of tradenarks
encountered in the marketplace. See: Sealed Air Corp. V.
Scott Paper Co., 190 USPQ 106 (TTAB 1975). Furthernore,
al though the marks at issue nmust be considered in their
entireties, “there is nothing inproper in stating that, for
rati onal reasons, nore or |ess weight has been given to a

particular feature of a mark, provided [that] the ultimte
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conclusion rests on a consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. Cir. 1985). For exanple, “that a
particular feature is descriptive or generic wth respect
to the invol ved goods or services is one commonly accepted
rationale for giving less weight to a portion of a mark...”
Id. at 751.

W find that PORTFOLIO is the dom nant feature in the
comercial inpression created by registrant’s mark. It is
the first word in registrant’s mark, and it therefore is
nore likely to be perceived and recal |l ed by purchasers.
Further, PORTFOLIO is distinctive as applied to applicant’s
and registrant’s goods.®> To the extent that the term
PORTFOLI O has a neaning relative to the respective goods,
the nmeaning is only sonewhat suggestive and, in any event,

t he sanme suggestion is conveyed by both marks. Al though we
have not disregarded the descriptive and disclai ned word
COLLECTION in registrant’s mark, we find that it has

relatively little source-indicating significance and that

® Pursuant to the Examining Attorney’ s request, we take judicial
notice of the dictionary definition of the term“portfolio”:
“the materials collected in a case, especially when
representative of a person’s work: a photographer’s portfolio;
an artist’s portfolio of drawings.” The Anerican Heritage
Dictionary of the English Language (3" ed. 1992).
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it contributes relatively little to the mark’s overal
commerci al inpression.?

PORTFOLI O, the domi nant feature of registrant’s nark,
is identical to applicant’s mark PORTFOLIO in terns of
appear ance, sound, and connotation. In conparing the
mar ks’ overall commercial inpressions, we find that any
dissimlarity that may result fromthe presence in
registrant’s mark of the descriptive and disclai mred word
COLLECTION is greatly outweighed by the basic simlarity
bet ween the marks which results fromthe presence in both
mar ks of the word PORTFCOLI O

Wth respect to the goods, they need not be identical
or conpetitive in nature in order to support a finding of
| i kel i hood of confusion, it being sufficient for the
pur pose that the goods are related in sone nmanner and/or
that the circunstances surrounding their nmarketing are such
that they would be likely to be encountered by the sane
persons under circunstances that could give rise, because
of the simlarities between the marks used thereon, to the
m st aken belief that they originate fromor are in sone way

associated with the sane source. See: Hilson Research

“In this connection, we al so note that applicant’s informational
literature shows use of the wording “color collection”
i mredi ately after its mark PORTFCLI O
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Inc. v. Society for Human Resource Managenent, 27 USPQRd
1423 (TTAB 1993); and Chemi cal New York Corp. v. Connar
Form Systens, Inc., 1 USPQ2d 1139 (TTAB 1986).

Applicant’s goods are closely related and
conplenentary to registrant’s goods. Applicant’s goods, as
shown by the informational |iterature of record,
essentially are paint chips in a wide range of colors and
shades. These cards are used to select colors of
“architectural coatings”, which would include the goods
listed in the cited registration, nanely paints, stains and
varni shes. Applicant’s goods would travel in the sane
trade channels (e.g., paint stores and hone i nprovenent
stores) and woul d be purchased and used by the sane cl asses
of custoners (e.g., painters, interior decorators and
ordi nary consuners).

I n reaching our decision, we have taken into account
the third-party use-based registrations submtted by the
Exam ning Attorney. The registrations show the same nmarks
regi stered by the sanme entity for both types of goods
listed in the invol ved application and registration.

Al t hough these registrations are not evidence that the
mar ks shown therein are in use or that the public is
famliar with them they neverthel ess have probative val ue

to the extent that they serve to suggest that the goods
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identified therein are of a kind that may enmanate froma
single source. See: Albert Trostel & Sons Co., 29 USPQRd
1783, 1785-86 (TTAB 1993); and In re Mucky Duck Mustard Co.
Inc., 6 USPQ2d 1467, 1470 at n. 6 (TTAB 1988).

We concl ude that consunmers would be likely to
m stakenly believe that registrant’s interior and exterior
pai nts, stains and varni shes sold under the mark PORTFOLI O
COLLECTION and applicant’s color strips, color cards, color
fan decks, formul ation guides and designer/architect kits
sol d under the mark PORTFOLI O originated with or are
sonehow associ ated with or sponsored by the sane entity.

Decision: The refusal to register is affirmed.



